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The examiner acknowledges the Amendment filed April 27, 2006. Claims 1 , 2, 9, 
25, 30 and 31 have been amended. Claims 4-8, 10-19, 23-24 and 26-27 were 
previously canceled. Claims 1-3, 9, 20-22, 25, 28-31 are pending and are the subject of 
this Office Action. 

DETAILED ACTION 

1. Rejections 
1.1. 35 U.S.C. 101 

Rejection of claim 1-3, 9, 29-31 made in the Office action of Oct. 20, 2005 
(previous action) is withdrawn, because the claims have been amended. 

1.2. 35 U.S.C. 112 second paragraph 

Claims 1, 2, 3, 20-22, 25-26 and 29-31 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particulariy point out and distinctly claim the 
subject matter which applicant regards as the invention. The claims recite the phrase 
"hybridizes under standard conditions" which being indefinite, renders the claim 
indefinite. There are many sets of hybridization conditions in the prior art that are used 
for identifying DNA molecules by hybridization, and the choice of a particular set 
depends on the experimenter and the experimental problem at hand. Different 
hybridization conditions leads to different selection of DNA molecules. The claims do 
not explicitly state the conditions which Applicants call "standard". Applicants in their 
REMARKS refer the examiner to the standard hybridization conditions which are 
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described, "e.g. by Sambrook et al. 'Molecular Cloning' second edition", specification 
page 16. Applicants refer to Sambrook in an exemplary way and do not quote any 
page presenting the conditions. It is unknown what conditions considered "standard" in 
the art are included and/or excluded from the scope of the claims. 

1.3. 35 U.S.C. 112 first paragraph 

Scope of enablement 

Claims 1-3, 20-22, 25, 28, 30-31 were rejected in the previous action because 
the specification, while being enabling for the alcohol and aldehyde dehydrogenses of 
SEQ ID NO: 5, 6, 7, and 8, does not reasonably provide enablement for any amino acid 
sequence comprising a sequence that has at least 80% Identity to SEQ ID NO: 8. This 
ground of rejection is overcome by the current amendment. However, because the 
disclosure does not teach the hvbridizatlon conditions to be used in selection of DMA 
molecules of invention , claims 1-3, 20-22, 25, 28, 30-31 as amended are not enabled 
and thus rejected. 

Response to Applicants' arguments 

In their REMARKS of April 27, 2006, page 13, under Table 7, Applicants 
emphasize that the degree of homology between the enzymes disclosed and identified 
as SEQ ID NO: 5, 6, 7, and 8 is at least 80%, and any known alcohol dehydrogenase 
activity was in the range of 26 to 31%. From this fact Applicants drawn the conclusion 
"Thus, the data in Table 7 (quoting homologies of SEQ ID N0:5, 6, 7, and 8] clearly 
provides evidence that the Applicants enabled the full scope of the amended claims, by 
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unambiguously identifying enzymes having highly homologous polypeptide sequences 
and sharing a common function-AADH activity. Accordingly, it is respectfully submitted 
that undue experimentation would not be required to carry out the currently claimed 
Invention." 

Applicants' argument has been fully considered but is found not persuasive, 
because it is an argument pertaining to the question of existence of prior art, and not the 
question of enablement. Applicants are reminded that the instant application is a 
divisional of US application 09/470,667 in which claims directed to DNA molecules were 
prosecuted, and US patent No. 6,730, 503 was issued because of lack of prior art, i.e., 
rejection under 35 USC 102. Lack of a prior art in the instant application does not 
automatically enable the claims. 

In addition, claim 2 and 3 are rejected under 35 U.S.C. 112, first paragraph, 
because the specification, while being enabling for the plasmid comprising genes 
encoding SEQ ID NO: 5 and SEQ ID NO: 8 (plasmids pSSAB201 and pSSBA201), 
does not reasonablv provide enablement for an enzvme that comprises a combination 
of at least two amino acids sequences each of said sequences being selected from the 
group of SEQ ID NO: 8 and SEQ ID NO: 5 and amino acid sequences encoded by DNA 
sequences hybridizing under standard conditions with DNA molecules according to 
SEQ ID N0:4 or 1 . The reasons for this rejection are almost the same as explained in 
the previous actions, i.e., without a further Guidance on the part of Applicants related to 
the structure of chimeric enzvmes . one skilled in the art is forced to construct numerous 
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combination of disclosed sequences and/or sequences that are hybridizing to SEQ ID 
NO:l or SEQ ID N0:4 under indefinite conditions, wherein the sequences to be 
constructed, due to the open language if the claims "including a combination of at lest 
two amino acid sequences" comprise does encoding linking polypeptide sequences or 
amino acids not taught by the discosure, as well as flanking sequences. Furthermore, 
the order of the structural elements of chimeric proteins is Important for the activity but 
not taught. The constructs are to be expressed and expressed chimeric proteins, must 
be tested for their enzymatic activity. All the manipulation and test have a low 
probability of success. In summary, without a further guidance on the part of Applicants 
in regards of structure of the claimed polypeptides, experimentation left to those in the 
art is improperly extensive and undue. 

Response to Applicants' traverse 

On page 14 of their REMARKS Applicants refer the examiner to Examples 14, 15 
and Figures 2, 3, 4, 7, and 8 as illustrating currently claimed chimeric nucleic acid 
molecules. 

Applicants' arguments are not persuasive. As explained in details in the first 
Office action on merits mailed Dec. 1, 2004. the structure of the claimed hybrid 
enzymes and encoding DNA molecules is not taught, although all of them have the 
same function. The figures are schematic and for that reason do not identify the details 
of structure, i.e., sequences, of claimed hybrid molecules. What Applicants expect from 
one skilled in the art is actually "a result that one might achieve if one made that 
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invention"; see Eli Lilly. 119 F.3d at 1568. 43 USPQ2d at 1406 as quoted in MPEP page 
2100-173 paragraph (2). 

3. Conclusion 

Claim 9 is allowed. Applicant is reminded that allowable subject matter was 
indicated by the examiner in the First Office Action on merits on Dec. 1, 2004. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Malgorzata A. Walicka, Ph.D., whose telephone number 
is (571) 272-0944. The examiner can normally be reached Monday-Friday from 10:00 
a.m. to 4:30 p.m. If attempts to reach examiner by telephone are unsuccessful, the 
examiner's supervisor, Ponnathapura Achutamurthy, Ph.D. can be reached on (571) 
272-1600. The fax phone number for this Group is (703) 305-3014. Any inquiry of a 
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general nature or relating to the status of this application should be directed to the 
Group receptionists whose telephone number Is (703) 872-9306. 



Malgorzata A. Walicka, Ph.D. 
Patent Examiner 
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